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earned patent term adjustment. See 37 CFR 1.704(b). 
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Replacement drawing sheet(s) including the correction Is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Attach ment(s) 

1) K Notice of References Cited (PTO-892) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 4/24/03 . 


4) n Interview Summary (PTO-413) 

Paper No(s)/Mall Date. . 

5) Q Notice of Infonmal Patent Application (PTO-152) 

6) □ Other: . 


U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 


Office Action Summary 


Part of Paper No./Mail Date 20040713 


Application/Control Number: 09/886,887 Page 2 

Art Unit: 3729 

DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of Group I (claims 1-1 1 ) in the reply filed on 
4/1 5/04 is acknowledged. Thus claims 12-32 are withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected inventions, there being no 
allowable generic or linking claim. Election was made without traverse in the reply filed 
on 4/15/04. A complete reply to this Office action must include cancelation of 
nonelected claims 1 2-32 or other appropriate action (37 CFR 1.144) See MPEP 
§821.01. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C, 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-1 1 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The following are examples: 

It is not clear whether the phrase after "whereby when loaded ..." (claim 1 , lines 
7-9) is part of the claimed invention. Also, it is not known what part of the claimed tool 
is actually being loaded with an associated connector. 

"the insulation of the individual wires" lacks proper antecedent basis. 

The phrase: "for abutting the palm of the user of the tool" (claims 6, line 2, claim 
7, line 2-3, etc.,) is intended use, and do not further limit the claimed tool. Also, "the 
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tool" (claim 6, line 2, claim 7, line 3) should be changed to: the hand tool for 
clarification purpose. 

The scope of claim 1 1 is not clear because it is not clear whether "a tether" (see 
claim 1 1 , line 2) is actually a part of the claimed hand tool. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 as best understood is rejected under 35 U.S.C. 102(b) as being 
anticipated by Fickes (4,349,944). 

Fickes discloses a portable lightweight hand tool for applying an insulation- 
piercing electrical connector to an insulated electrical cable having a plurality of wires, 
comprising: at least two part frame 12, 14 manufactured of impact resistant material, 
the first part of said frame 14 having loading die or base plate 32 for receiving and 
holding the electrical connector therefrom (see Figs. 3-4); and the second part of the 
frame 12 having a wire insertion end 66 including a plurality of grooves for receiving the 
wires to be placed into the connector (see Fig. 2) whereby, when loaded with a 
connector 36 and wires 92, relative movement of the first and second parts of the frame 
causes the insulation of the individual wires to be pierced and electrically connected to 
the connector.(see Fig. 4, depicts the wires 92 being connected to the connector). 


Application/Control Number: 09/886,887 Page 4 

Art Unit: 3729 

However regarding "movement of the fist and second parts of the frame cause the 
insulation of the individual wires to be pierced and electrically connected to the 
connector" is functional intended use, which does not further limit the tool as claimed. 
Because the prior art meet every aspect limitations of the tool therefore it is capable of 
performing the functionally intended use as described above. 


Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 6-8 and 11 as best understood are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Fickes (4,349,944). 

As applied to claim 1 , if argues that Fickes does not teach the pierce type of 
connector associated with the tool. It would have been an obvious matter of design 
choice to choose any desired or type of connector since applicant has not disclosed that 
the particular type of connector as recited in the claims is critical, patentably 
distinguishing features and it appears that the invention would perform equally well with 
the type of connector as disclosed by the prior art reference (see reference 38 of 
Fickes's Figs. 1-4). It is noted that reference 38 of Fickes is broadly readable as "an 
insulation piercing connector " as claimed by the present invention. 
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As applied to claims 2 and 3, regarding the grooves on the frame to be color- 
coded and are to be impact resistant plastic as recited in claims 2-3. It would have 
been an obvious matter of design choice to have the frame color coded and are to be 
plastic as described above since applicant has not disclosed that these features are 
critical, patentably distinguishing features and it appears that the invention would 
perform equally well with the conventional material as shown in the prior art reference 
(see Fickes *Figs. 1-4). 

Limitation of claim 8 is met by Fickes (see Fig. 1 shows guide means including 
references 22, 24). 

Regarding the limitations of claims 6-7, the Fickes discloses the frame includes 
an arcuate surface and a pair of arcuate fingers associated therefrom (see Fig. 2, 
reference 12 and 62, these features readable on the claimed arcuate palm and fingers 
of the present invention's claims. 

As applied to claim 1 1 , regarding the limitation of claim 11. It would have been 
an obvious matter of design choice to have an aperture on the frame of the hand tool for 
connection to a tether since applicant has not disclosed that this feature is critical, 
patentably distinguishing features and it appears that the invention would perform 
equally well with the ring shaped 102 as shown in the prior art reference (see Fickes's 
Figs. 1-4). 


Allowable Subject Matter 
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5. Claims 4-5, 9 and 10 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112. second paragraph, set forth in this Office action and to include all 
of the limitations of the base claim and any intervening claims. The following is a 
statement of reasons for the indication of allowable subject matter: That the prior art 
does not teach the limitations of the above claims i.e. where loading die 128 having two 
upwardly walls 134a and 134b and grooves 142*s for accepting tabs 12's of an 
associated connector 12 and the detent means cam 84 as recited in claims 9-10, 
These limitations in combination with other limitations are not taught or fairly suggested 
by the combination prior art references. 

Prior Art References 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Prior art references are cited for their teaching of hand tool for 
connecting connector or the like. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Minh Trinh whose telephone number is (703) 305-2887. 
The examiner can normally be reached on Monday -Thursday 8:00 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on (703) 308-1789. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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